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DETAILED ACTION 

1 . Applicants' amendment of claim 33 in the paper filed on 12/21/2006 is 
acknowledged. 

Claims 33-37 are pending and at issue. 

Applicants 1 arguments filed on 12/21/2006 have been fully considered and are 
deemed to be persuasive to overcome some of the rejections previously applied. 
Rejections and/or objections not reiterated from previous office actions are hereby 
withdrawn. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Objections and Rejections that are Withdrawn I Moot 

2. The objection to the abstract is withdrawn in light of the Applicant's amendment 
of the abstract. 

3. The objection to the title is withdrawn in light of the Applicant's amendment of the 
title. However, a new objection to the title is made, please see below. 

Claim Rejections Withdrawn - 35 USC §112 Second Paragraph 

4. The rejections of claims 33-37 under 35 USC § 112 Second Paragraph are 
withdrawn in light of the Applicant's amendment of claim 33 to recite how the library of 
the preamble is formed. 
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New Rejections and Objections Necessitated by Amendment 

5. Claim 33 is objected to because of the following informalities: the apparent 
omission of the word "stranded" in the phrase "the first double [sic, stranded is omitted] 
DNA" found in line 6 of the claim. Appropriate correction is required. 

6. The new title is objected to for repetition of the word "FOR". Appropriate 
correction is required. 

New Claim Rejections - 35 USC §112 Second Paragraph 

7. Claims 33-37 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The term "partial" in claim 33 is a relative term which renders the claim indefinite. 
The term "partial" is not defined by the claim, the specification does not provide a 
standard for ascertaining the requisite degree, and one of ordinary skill in the art would 
not be reasonably apprised of the scope of the invention. Thus, the amount of 
homology or non-homology in claim 33 is rendered indefinite by use of the term "partial". 
Due to independent claim 33 being indefinite and with no clarification in subsequent 
claims of "partial", dependent claims 34-37 are also indefinite. 

The term "partial homology or non-homology" in claim 33 is indefinite as it has at 
least two different interpretations. These are: (1) where there is partial homology or 
where there is non-homology and (2) where there is partial homology or where there is 
partial non-homology. The later interpretation is redundant as partial homology is partial 
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non-homology. Due to this indefiniteness and potential redundancy, claims 33-37 are 
indefinite. 

Rejections that are Maintained 
Claim Rejections Maintained - 35 USC § 102(b) 

8. It is noted that the specification of the instant application does not provide 
definitions of either "plurality", "random sizes", or "library". The claims are then given 
the broadest reasonable interpretations with respect to these elements. More than one 
of a thing has and is interpreted as being a "plurality". 

At least two different fragments, being formed without definite aim is the 
interpretation given to "random fragments". In regards to incubating DNA with 
exonuclease activity to from a plurality of random sizes, Fangman gives the following 
definition of exonuclease: 

"An enzyme that cleaves nucleotides one at a time from an end of a 

polynucleotide chain" 

" exonuclease." GENETICS 372 Winter 2000. W. Fangman, 
retrieved 17 Mar. 2007 

<http://depts.washington.edu/~genetics/courses/genet372/w2000Terms.html >. 
And the property of an exonuclease to form libraries is evidenced by Ostermeier 
etal. (1999): 

"Libraries of incremental truncations [random DNA sizes] from the C terminus of 
the purN[1-144] gene fragment and from the N terminus of the 
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purN[63-212] gene fragment were created by using Exo III [an exonuclease]" 

(see last sentence in first column on page 3563). 
Thus exonuclease activity has the property of no definite aim in regards to what is on 
the end of the polynucleotide. The above definition and evidence and the lack of a 
definition in the specification, much less a definition which is further limiting than these 
two citations, the formation of random sizes in claim 33 is an inherent property of 
exonuclease activity. In other words, simply incubating DNA with an enzyme with 
exonuclease activity will result in random sizes, as there is no aim in the exonuclease 
activity. Exonuclease activity cleaves any nucleotide, one at time from an end of a 
polynucleotide. Each of the three prior art references below teach methods using 
exonucleases without any further limitation and thus inherent in the methods of these 
three reference is the formation of DNA of random sizes. 

A collection or two of more DNA sequences/fragments is interpreted to be a 
"library" in the context of the claim language. It is also noted that specification directs 
the reader to Figure 1 for depiction of the creation of library. In this figure is shown the 
inherent features formed through a Holliday junction which is three fragments of DNA 
(see Figure 1 , next to last depiction in which two gaps define three fragments of DNA, a 
middle fragment and two fragment each on opposite sides of the middle fragment). 
Thus the three prior art references given below, in teaching methods using Holliday 
junctions, inherently form through these methods the library, as recited in the instant 
claim 33. 
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9. Applicant's arguments in the response filed on 12/21/2006, with respect to the 
rejection(s) of claim(s) 33-37 under 102(b) as being anticipated by Mosig (1998) have 
been fully considered and are not persuasive. 

The rejection of claim 33 is maintained. Applicant does not argue against the 
teachings of Mosig in regards to dependent claims 34-37 and thus these rejections are 
also maintained. 

Contrary to Applicant's arguments in regards to claim 33, Mosig does teach: 
"Regions of ssDNA . . . can be generated in several ways; by nucleases, helicases, or 

by the process of DNA replication (Figure 2) An exonuclease encoded by, or 

controlled by these genes can generate partially ssDNA at ends or by converting ssDNA 
nicks to gaps" (see p. 387, 2 nd 3 rd , and 4rth sentences) and continues by teaching: 
"Single-stranded DNA segments [that is a plurality] can be formed by partial nucleolytic 
degradation (a,b)"; where "(a,b)" are illustrations of double stranded DNA which leads to 
the single stranded segments (note the plural of segments, see Figure 2 and legend . 
therein). And it was known in the art that endonuclease digestion results in random 
sizes of DNA fragments simply by not proceeding to completion by forming libraries of 
incremental truncations. And as noted above this is evidenced by Ostermeier et al. 
(1999): 

"Libraries of incremental truncations [random DNA sizes] from the C terminus of 
the purN[1-144] gene fragment and from the N terminus of the 
purN[63-212] gene fragment were created by using Exo III [an exonuclease]" 
(see last sentence in first column on page 3563). 
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Also contrary to Applicant's further arguments in regards to claim 33, Mosig 
teaches not just homologous recombination but "Single-stranded DNA invading a region 
of partial homology . . . "(see last sentence of the legend to Figure 5), In other words, 
Mosig teaches the claim 33 limitation of a "single stranded DNA regions, at least one of 
which has a region of partial homology". 

In response to applicant's argument that "nowhere is the method as a whole 
taught", Mosig teaches all of the elements of the claims 33-37, therefore the rejections 
of these claims are maintained. 

10. Applicant's arguments in the response filed on 12/21/2006, with respect to the 
rejection(s) of claim 33 under 35 U.S.C. 102(b) as being anticipated by Kowalczykowski 
(1994) have been fully considered and are not persuasive. 

The basis for Applicant's argument is the indefinite claim limitation of "partial 
homology or non-homology". Due to this indefiniteness, it cannot be determined if 
Applicant's argument is applicable or not to the teachings of Kowalczykowski. It is 
however noted that some non-homology is inherently taught by Kowalczykowski as 
even homologous recombination only has to have some portion of the two sequences 
being homologous (other portions can be non-homologous) as known in the art and as 
evidenced by Bollag et al. (1989): 

"The homology requirements of ECR [Extrachromosomal recombination, a type 
of homologous recombination, see Introduction on p. 240] were initially 
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addressed by measuring recombination frequency as a function of length of 
homology shared by two sequences" (see p. 203, 1 st sentence of 1 st paragraph). 
In response to applicant's argument that "nowhere is the method as a whole 

taught", Kowalczykowski teaches all of the elements of the claim 33 and therefore the 

rejections of this claim is maintained. 

1 1 . Applicant's arguments in the response filed on 1 2/21/2006, with respect to the 
rejection(s) of claims 33-34 and 37 are rejected under 35 U.S.C. 102(b) as being 
anticipated by West (1992) have been fully considered and are not persuasive. 

The rejection of claim 33 is maintained. Applicant does not argue against the 
teachings of West in regards to dependent claims 34 and 37 and thus these rejections 
are also maintained. 

Contrary to Applicant's arguments in regards to claim 33, West does teach 
Holliday junctions, that is a plurality of junction!^ 

In response to applicant's argument that "nowhere is the method as a whole 
taught", West teaches all of the elements of the claims 33, 34, and 37, therefore the 
rejections of these claims are maintained. 

Conclusion 

1 2. Claims 33-37 are not free of the prior art. 

13. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Staples whose telephone number is (571 ) 272- 
9053. The examiner can normally be reached on Monday through Thursday, 9:00 a.m. 
to 6:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on (571) 272-0782. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Mark Staples / 



Examiner 
Art Unit 1637 
March 16, 2007 
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